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DETAILED ACTION 

Status of the Application 

This Office Action is in response to applicant's arguments filed on 6/24/09. 
Claims 1-3, 14-19 have been cancelled. Claims 4-13 are pending. Claims 4-7, 10-13 
have been withdrawn. Claims 8-9 are examined herein. 

Applicant's arguments have been fully considered and found persuasive to 
withdraw all rejections of the last Office Action. In view of the response filed on 6/24/09, 
PROSECUTION IS HEREBY REOPENED. To avoid abandonment of the application, 
appellant must exercise one of the following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

The following new rejections will now apply. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 8-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The limitation "containing the active ingredient LUU 
type and UUL type triacylglycerols" renders the claim indefinite as to whether one 
compound or a combination of compounds are being claimed. While the term "active 
ingredient" refers to one compound, the term "LUU type and UUL type triacylglycerols" 
refers to more than one compound. 

Claims 8-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The limitation "LUU type and UUL type 
triacylglycerols" renders the claim indefinite because it is the same compound. Reading 
the long chain fatty acid moieties left to right or right to left does not change the 
structure of the compound. 

Claims 8-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The limitation "(i.e., asymmetric triacylglycerols 
composed of L which represents a long-chain saturated fatty acid having from 16 to 22 
carbon atoms and U which represents an unsaturated fatty acid having from 16 to 22 
carbon atoms)" renders the claim indefinite because it is not clear whether the limitation 
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in parenthesis limits the scope of the term "triacylglycerols" or is a preferred 
embodiment or example. 

Claims 8-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Dependent claim 9 does not further limit claim 8 
since both claims recite the asymmetric triacylglycerol as the active ingredient with the 
same scope. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 8-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Daubert 
et al. ("Unsaturated Synthetic Glycerides. II. Unsymmetrical Dioleo-monosaturated 
Triglcyerides," Journal of the American Chemical Society, 1943, 65, 2144-2145). 

Minor et al. discloses the synthesis of unsymmetrical dioleo-monosaturated 
trigyclerides. Preferred embodiments include 1-stearyl-2,3-diolein and 1 -palmityl-2,3- 
diolein (Table 1). 

The limitations drawn to "lipase inhibitor" or "lipase absorption inhibitor" are 
inherent properties of the compound. Applicant is encouraged to show factual evidence 
that the same compound does not possess these properties. 
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"Products of identical chemical composition can not have mutual exclusive 
properties." Any properties exhibited by or benefits from are not given any patentable 
weight over the prior art provided the composition is inherent. A chemical composition 
and its properties are inseparable. Therefore, if the prior art teaches the identical 
chemical structure, the disclosed properties are necessarily present. In re Spada, 91 1 
F.2d 705, 709, 15 USPQ 1655, 1658 (Fed. Cir. 1990). See MPEP 21 12.01 . The 
burden is shifted to the applicant to show that the prior art product does not inherently 
possess the same properties as the instantly claimed product. 

Claims 8-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Minor et 
al. ("n-Octadecenoic acids. V. The polymorphism of some elaidoyl and petroselaidoyl 
triglycerides," Journal of the American Chemical Society, 1953, 75, 2685-2686). 

Minor et al. gives physical properties for 2-stearyl dielaidin (abstract), otherwise 
known as 9-Octadecenoic acid, 2-[(1-oxooctadecyl)oxy]-1,3-propanediyl ester. 

Claims 8-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Harwood 
(US Patent 3,492,130). 

Harwood teach the synthesis of the di-unsaturated triglyceride of formula II, 
where S represents a saturated acyl radical of 16-18 carbons and U represents an 
unsaturated acyl radical of 16-18 carbons (col. 1, lines 60-71). Preferred embodiments 
are 1-stearo-2,3-diolein or 1-palmito-2,3-diolein (col. 2, lines 51-59). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong S. Chong whose telephone number is (571)-272- 
8513. The examiner can normally be reached on M-F, 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, SREENI PADMANABHAN can be reached on (571)-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
(571)-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Yong S. Chong/ 

Primary Examiner, Art Unit 1617 
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